Remarks 

The Applicants have revised Claims 2 and 4 to clarify a certain aspect of those claims 
with respect to soluble carbon, Specifically, the Applicants have restated both claims so that the 
total amount of carbon and the soluble carbon (G^i) are set forth together so that those skilled in 
the ait can readily see the total amount of carbon is less dran 0.0100% and the total amount of 
C$oi is less than or equal to 0.0050%. 

These changes are made to clarify the fact that is not an equation. It is an amount of 
soluble carbon in the stainless steel stainless pipe. The remainder of the C so i portion of the claim 
is now broken apart in a separate paragraph so that it can be seen how C SO i is actually determined. 

The Applicants respectfully request that the above changes be entered into the official, file 
inasmuch as they do not raise new issues and do not cause the additional need for searching since 
those changes are merely clarifying changes. In asy event, the Applicants submit this Response 
together with a Request for Continued Examination to insure entry into the official file and 
consideration. 

Claims 2-5, 7-10, 12-15 and 1.7-20 stand rejected under 35 USC §103 over Kimura, The 
Applicants respectfully submit that Kimura is inapplicable and teaches steels that are completely 
different from those of the Applicants without any teaching or suggestion as to the claimed 
subject matter. Specifically, the Applicants respectfully submit that Kimura fails to disclose, 
teach or suggest the Applicants* claimed amount of C so i Is less than or equal to 0.0050%. There 
simply is no such disclosure in Kimura with respect to C S oi at all, much less the Applicants* 
claimed amount As a consequence, the Applicants respectfully submit that Kimura is 
nonenabling as prior art with respect to this claimed aspect. 
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The rejection disregards this aspect because it is part of a "formula." The Applicants 
disagree, C m i is not a formula. C^is me amoun t of soluble carbos in the claimed martensitic 
stainless steel seamless pipe. The formula is merely used to determine what that, quantity of C so ; 
in the martensitic stainless steel seamless pipe actually is. Hence, disregarding the amount of 
Qoi in the stainless steel seamless pipe as a mere Formula is in error. 

The Applicants further respectfully submit that Kimura is inapplicable under any 
potential alleged inherency of the amount of C sa \ in the Kimura steels. This is demonstrated by 
reference to the attached "Comparative Table" which provides a listing of all of the 40 Examples 
in Kimura and the amount of in those 40 Examples as determined by the Applicants, The 
Csoi quantities of the 40 Examples are in the far right hand column all of which are marked 
yellow since they are well outside of the Applicants* claimed range. 

While the Applicants inliy acknowledge that Examples are not exhaustive of the 
disclosure of a publication, determination that 40 Examples are outside of the claimed range is 
••sorely more than ample evidence that the amount of soluble carbon in the Kimura's steels is 
reasonably to be expected to be outside of the Applicants' claimed range of soluble carbon in 
their martensitic -stainless steel seamless pipes. 

This is particularly true given the very high hurdle to establish inherency. In that regard, 
a claimed characteristic must "necessarily" be present in the prior art to satisfy the inherency 
requirement. It is not enough that the claimed characteristic might be present, could be present 
or is even likely present. The claimed aspect must "necessarily" be present. The Applicants 
have established by actually determining the amount of soluble carbon in the 40 Examples of 
Kimura that such an amount is outside of the claimed range. The Applicants therefore 
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respectfully submit that inherency cannot be established and KiMurais inapplicable. Withdrawal 
of the rejection is respeet&lly requested. 

Claims 2-5, 7-10, 12-15 and 17-20 all stand rejected under 35 USC §1 .03 over JP '604. 

The Applicants respectfully submit that JP '604 is also inapplicable essentially for the 
same reasons set forth above with respect to Kiiflura. There is ftp disclosure of the amount of 
soluble carbon in the JP '604 stainless steel pipes. Also, the Applicants determined the amount 
of soluble carbon in the JP '604 stainless steel pipes and the results of those determinations are 
also in the enclosed "Comparative Table" wherein all 14 Examples of JP '604 have soluble 
carbon content well outside of the Applicants' claimed range. Hence* all of the above comments' 
that apply to Kimura apply to JP "604 as well Withdrawal of the rejection is respectfully 
requested. 

With respect to both Kimura and JP '604, it becomes apparent that the Applicants have 
established an unexpected phenomenon associated with a unique combination of G, M and V, 
particularly with respect to C and N as well as the resulting impact on soluble C. This improves 
resistance to KiSGC on the one hand and, on the other hand, provides for the production of such 
Superior Steels at a lower cost. This is not disclosed, taught or suggested by either of Kimura and 
IP 4 604. Hence, both publications are again inapplicable. 

Claims 2-5, 7-10 and 12-20 stand provisionally rejected on the grounds of nonstatutory 
obviousness-type double patenting over Claims 1-11 of co-pending Application No. 12/665,097. 
Inasmuch as this rejection is provisional, the Applicants respectfully request that further 
treatment of this rejection be held In abeyance pending withdrawal of the Kimura and JP '604 
publications for the reasons set forth above. 
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In light of the foregoing, the Applicants re^peetMly submit that the entire application is 
now in condition for allowance, which is respectfully requested. 

Respectfully submitted, 



T. Daniej Chrktenbury 
Reg. No. 31,750 
Attorney for Applicants 

TDC/vp 
(215) 656-3381 
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